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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte THOVAS A. CROVELL, J. JEFFRY HOWBERT and JOHN S. WARD

Appeal No. 1996-0721
Application No. 08/036, 640!

ON BRI EF

Before GARRI S, HANLON and PAK, Adninistrative Patent Judges.

PAK, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s final
rejection of clainms 14 through 26 and 28, which are all of the

clainms pending in the application.

! Application for patent filed March 24, 1993. According
to the appellants, the application is a division of
Application No. 07/554,218, filed July 17, 1990, now Patent
No. 5,216,026, issued on June 6, 1993.
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Claim 14, the broadest claimin the application, reads as

foll ows:



Appeal No. 1996-0721
Application No. 08/036, 640

bpsrwycencrasTTA gccebrgpTe 29TL2 FpeReor

(CH3)VU Mpere U T2 T-3' sUg T2 OXAdeU OL =2ATEAL! sug

L) EXE7- MPSKé K Te bpeUAT ox g cT-G3 ITKAT: ¥ Ta

&) 9 CY¥-C8 CACTOYTKAT! ox

PAgrodey OXL CUTORO 9UQ Mpen X7 T& PROWO fpew Xy T2 Uof pAgroden:
FUYC Mp6U (p6 9TKEUAT T2 ¢S' gug Xy T8 CPJOLO Fpeu Xg T2 HUof

g) bpesuAr-anperTenreq cS-c¥ ITKSUAT MTIFP fpe Droarzo
CG) DbpeuvAT-anpacTenrseg cl-c¥ STKAT?
P) 9 C3-G)\ ITKSUAT:

prcAT Xy T2 PrOwo O X5 T2 OfP6L fpIu pAgrodem:

g) 9 C3-C) ITKAT MTEpP fpe broarzo rpgr mpeu B J2 U-
B Ta:

MPSLETU
X5 T2 pAgrodeuy' pgTo OL CR3! 91qg
Xy Ta pgro:

MUSLETU

XJ
o) 0
i1
B I > n |1|

Xs
o |
H H

S

UeobTvawsa TU WIWWITE PIATUA FP6 [ORWATY

I¥" v cowbonmuq Me6fnT TU U6 [FLEILWEUL Of anacebrTpTe



Appeal No. 1996-0721
Application No. 08/036, 640

As evi dence of obviousness, the exam ner relies on the

following prior art:

McLanore et al. (MLanore) 228, 642 Jun. 09, 1960
(Commonweal th of Australia)

Korger et al. (Korger) 601, 640 Jul . 12, 1960
(Canada)

Luci us & Bruning (Lucius)? 93, 622 Sep. 10, 1962
( Denmar k)

As evi dence of nonobvi ousness, appellants rely on the

following literature:

Ruschig et al. (Ruschig)® Arzneimt. Forsch., 8, 448 (1958).
Clainms 14 through 26 and 28 stand rejected under 35
UusS C
§ 103 as unpatentabl e over the conbined di scl osures of Korger,
McLanore and Luci us.
W reverse.
The Korger reference teaches “val uabl e nedi canents
showi ng a bl ood sugar reducing effect conpounds of the general

formul a

2 Qur reference to this Danish patent is to the
correspondi ng English translation of record.

3 Qur reference to this literature is to the correspondi ng
English translation of record.
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R- SO- NH- CO- NH R,
in which” Ris, inter alia, a substituted or unsubstituted
phenyl, aliphatic or cycloaliphatic hydrocarbon radical and R,
i's
-(CH) ,GH. See colum 1, lines 19-51. According to the
exam ner (Answer, page 3):

The sol e difference between [sic, the] herein
recited clainms and the [Korger] reference appears to
be in the definition of R in the reference.

To remedy this deficiency of the Korger reference, the
exam ner relies on the disclosures of MLanore and Luci us.

McLanore descri bes medici nal agents for reducing bl ood sugar

| evel s having a formul a

RSO,NHCONHR' ,
wherein R is “a |ower al kyl, |ower al kenyl or cycl oal kyl
group or it is an aryl group.” See pages 1 and 2. Simlarly,

Luci us descri bes compounds for |owering blood sugar having a
formul a RSO,NHCONHR!,

wherein R is “saturated or unsaturated al kyl, cycl oal kyl,
cycl oal kyl al kyl, phenyl al kyl or phenyl group...” See page 2.
Nowhere do these references teach, or woul d have suggest ed,
enpl oyi ng the claimed hal ophenyl radical as R of the genera
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formul a described in the Korger reference. Nor has the
exam ner expl ai ned why the above di scl osures of MLanore and
Luci us woul d have |l ed one of ordinary skill in the art to
enpl oy the cl ai med hal ophenyl radical in the general fornula
described in the Korger reference.

Even were we to read R in MlLanore as including all of
t he speci es described at page 2 therein (which we do not) as
appears to be suggested by the exam ner (Answer, page 4), we
determ ne that MLanore woul d not have suggested the
enpl oynment of the clainmed hal ophenyl radical as R of the
general formula described in the Korger reference.
Specifically, the Ruschig reference relied on by appellants,
Ii ke Korger, teaches preference for (CH) ,GH as R, of the
general formula described in Korger for |owering blood sugar.
See page 5, together with Brief, page 6. 1In addition, the
Ruschi g reference teaches that the use of a substituted or
unsubstituted phenyl radical as R, of the general formula
described in Korger would render the formula ineffective for
| ownering bl ood sugar and render the fornula extrenely toxic
for humans. See Brief, page 6, together with Ruschig, pages 4
and 5. Thus, we agree with appellants that one of ordinary

6
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skill in the art would have been | ed away from substituting
t he cl ai ned hal ophenyl for (CH) ,GH of the generic fornula
descri bed in Korger.

Accordingly, we reverse the exam ner’s decision rejecting
clains 14 through 26 and 28 under 35 U. S.C. § 103 as
unpat ent abl e over the conbi ned di scl osures of Korger, MLanore
and Luci us.

As a final point, we note that U S. Patent 2,979, 437,

Cheni cal Abstracts, Farnmaco. Ed. Sci. and Bulletin De La

Societe Chim que referred to at page 2 of the specification

appear to fully describe conpounds which are enbraced by the

clainmed formula. Upon return of this application, the

examner is to determ ne whether they affect the patentability

of the claimed subject matter under 35 U.S.C. § 102 or § 103.
No time period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).

REVERSED

BRADLEY R. GARRI S
Adm ni strative Patent Judge )
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ADRI ENE LEPI ANE HANLON
Adm ni strative Patent Judge

CHUNG K. PAK
Adm ni strative Patent Judge
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